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REMARKS 



Claims 91-98 are pending in the subject application. No claim 



claims 91-98 are still pending and under examination. 

In view of the arguments set forth below, applicant maintains 
that the Examiner's objections and rejections made in the 
March 30, 2005 Office Action have been overcome, and 
respectfully requests that the Examiner reconsider and 
withdraw same. 

Obviousness -Type Double Patenting Rejection 

The Examiner rejected claims 91-98 under the judicially 
created doctrine of obviousness-type double patenting as 
allegedly unpatentable over claims 50-57 of copending 
Application No. 09/474,478. 

In response, but without conceding the correctness of the 
Examiner's rejection, applicant submits herewith as Exhibit 1 
a Terminal Disclaimer signed by an authorized officer of the 
assignee of record, The Trustees . of Columbia University in the 
City of New York. Accordingly, applicant maintains that the 
obviousness-type double patenting rejection of claims 91-98 
has been obviated. 



has been 



added, canceled or amended herein. 



Accordingly, 
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Applicant maintains that the claims pending are in condition 
for allowance. Accordingly, allowance is respectfully 

requested . 



If a telephone conference would be of assistance in advancing 
prosecution of the subject application, applicant's 
undersigned attorney invites the Examiner to telephone him at 
the number provided below. 



No fee is deemed necessary in connection with the filing of 
this Communication. However, if any fee is required, 

authorization is hereby given to charge the amount of such fee 
to Deposit Account No. 03-3125. 



I hereby certify that this 
correspondence is being deposited 
this date with the U.S. Postal 
Service with sufficient postage as 
first class^^nail in an envelope 
addressed//to: Mail Stop AF 
Commiss^oKer for Patents, P.O. Box 
14 50,y^z4ington, VA 22313-1450 

Alan J. Morrison 1 Date 

Reg. No. 37,399 



Respectfully submitted, 




John P. White 
Registration No. 28,678 
Alan J. Morrison 
Registration No. 37,399 
Attorneys for Applicant 
Cooper & Dunham LLP 
1185 Avenue of the Americas 
New York, New York 10036 
(212) 278-0400 



; 



Dkt . 0575/58434-B-PCT-US/JPW/AJM/NS 
IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

cant : B. Jack Longley 
Serial No.: 09/980,572 Examiner: Ralph Gitomer 

Filed : October 31, 2001 Art Unit: 1651 

For : METHODS FOR INHIBITING CUTANEOUS INFLAMMATION AND 

H YPERP IGMENTAT I ON 

1185 Avenue of the Americas 
New York, New York 10 036 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Sir: 

TERMINAL DISCLAIMER 

The Trustees of Columbia University in the City of New York, 
("Columbia University"), West 116th Street and Broadway, New 
York, New York 10027, is the assignee of record of the entire 
right, title and interest in the above- identified application by 
virtue of an assignment filed in connection with PCT 
International Application No. PCT/USOO/12405 , of which U.S. 
Serial No. 09/980,572 is a §371 national stage entry, which was 
executed on May 12, 2 00 0 and recorded in the United States Patent 
and Trademark Office at Reel No. 011120, Frame 0952. A copy of 
the Assignment is attached hereto as Exhibit A. The above- 
identified application is a §371 national stage entry of PCT 
International Application No. PCT/USOO/12405, which is a 
continuation-in-part and claims priority of U.S. Serial No. 
09/474, 478 . 

Columbia University is also the assignee of record of the entire 
right, title and interest in U.S. Serial No. 09/474,478 by virtue 
of an assignment which was executed on February 25, 2000 and 
recorded in the United States Patent and Trademark Office at Reel 
No. 012950, Frame 0411. A copy of the Assignment is attached 
hereto as Exhibit B. 
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Columbia University hereby disclaims, except as provided below, 
the terminal portion of the statutory term of any patent granted 
on the above- identified application which would extend beyond the 
expiration date of the full statutory term defined in 35 U.S.C. 
§154 to §156 and §173 of any patent granted on U.S. Serial No. 
09/474,478, and hereby agrees that any patent issued from the 
subject application shall be enforceable only for and during such 
period that the legal title to such patent shall be the same as 
the legal title to any patent granted on U.S. Serial No. 
09/474,478, this agreement to run with any patent granted on the 
subject application and to be binding upon the grantee, its 
successors and assigns. In making the above disclaimer, Columbia 
University does not disclaim the terminal part of any patent 
granted on the subject application that would extend to the 
expiration date of the full statutory term as defined in 35 
U.S.C. §154 to §156 and §173 of any patent granted on U.S. Serial 
No. 09/474,478, in the event that said patent later: expires for 
failure to pay a maintenance fee, is held unenforceable, is found 
invalid by a court of competent jurisdiction, is statutorily 
disclaimed in whole or terminally disclaimed under 37 C.F.R. 
§1.321, has all claims canceled by a reexamination certificate, 
is reissued, or is in any manner terminated prior to the 
expiration of its full statutory term. 

I have reviewed the documents attached hereto and certify that, 
to the best of my knowledge and belief, The Trustees of Columbia 
University in the City of New York is the assignee of all right, 
title and interest in and to the subject application. I am 
authorized to sign on behalf of The Trustees of Columbia 
University in the City of New York. 
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I hereby declare that all statements made herein of my own 
knowledge are true and that all statements made on information 
and belief are believed to be true,* and further that these 
statements were made with the knowledge that willful false 
statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the 
United States Code and that such willful false statements may 
jeopardize the validity of the application or any patent issued 



thereon . 




The 
the 



Trustees of Columbia University in 
City of New /York 




Michael Clear^v Ph.D. 
Executive Director 
Science & Technology Ventures 
The Trustees of Columbia 
University in the City of New 
York 



Dkt. 58434-B-PCT/JPW/SHS 
ASSIGNMENT 

In consideration of One Dollar ($1.00), and other good and 
valuable considerations, the receipt of which is hereby 
acknowledged, We, the undersigned, 

B Jack Longley, residing at 49 Woodstock Road, Hamden, 
Connecticut, 06517, United States of America. 

Hereby sell, assign and transfer to The Trustees of Columbia 
University in the City of New York, a corporation, of the State 
of New York, having a place of business at West 116th Street and 
Broadway, New York, New York 10027, U.S.A. , its successors, 
assigns and legal representatives, the entire right, title and 
interest for all countries, in and to any and all inventions 
which are disclosed and claimed, and any and all inventions which 
are disclosed but not claimed, in the PCT International 
Application, which has been executed by the undersigned on 
May 12, 2000. 

and is entitled 

METHODS FOR INHIBITING CUTANEOUS INFLAMMATION 
AND HY PERP I GMENTAT I ON 

(PCT International Application No. PCT/US00/ 12405 , filed May 5, 
2000 a continuation-in-part and claiming priority of U.S. Serial 
No 09/474,478, filed December 29, 1999, a continuation-in-part 
of'u S Serial No. 09/306,143, filed May 6, 1999.) 



an 



d in and to said PCT International Application and all 
divisional, continuing, substitute, renewal, reissue, and all 
other applications for U.S. Letters Patent or other related 
property rights in any and all foreign countries which have been 
or shall be filed on any of said inventions disclosed in said PCT 
International Application; and in and to all original and 
reissued patents or related foreign documents which have been or 
shall be issued on said inventions; 
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Agree that said Assignee may apply for and receive U.S. and 
foreign Letters Patent or rights of any other kind for said 
inventions, or any of them; and may claim, in applications for 
said U.S. and foreign Letters Patent or other rights, the 
priority of the aforesaid PCT International Application under the 
provisions of the International Convention of 1883 and later 
modifications thereof, under the European Patent Convention or 
under any other available international agreement; and that, when 
requested, without charge to, but at the expense of, said 
Assignee, its successors, assigns and legal representatives, to 
carry out in good faith the intent and purpose of this 
assignment, the undersigned or the undersigned's executors or 
administrators will, for the United States and all foreign 
countries, execute all divisional, continuing, substitute, 
renewal, reissue, and all other patent applications or other 
documents on any and all said inventions; execute all rightful 
oaths, assignments, powers of attorney and other papers; 
communicate to said Assignee, its successors, assigns and 
representatives, all facts known and documents available to the 
undersigned relating to said inventions and the history thereof; 
testify in all legal proceedings; and generally do everything 
possible which said Assignee, its successors, assigns or 
representatives shall consider desirable for aiding in securing, 
maintaining and enforcing proper patent protection for said 
inventions and for vesting title to said inventions and all 
applications for patents or related foreign rights and all 
patents on said inventions, in said Assignee, its successors, 
assigns and legal representatives; and 

Covenant with said Assignee, its successors, assigns and 
legal representatives that no assignment, grant, mortgage, 
license or other agreement affecting the rights and property 
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herein conveyed has been made 'to others by the undersigned, and 
that full right to convey the same as herein expressed is 
possessed by the undersigned. 



.[L.S.] 



Pltr . \-L- 2000 B. Jack Longley 

Wi txiesi§J_ 



ff„ nflMj >T"<) 7/o/IV ICH5h. 



58434-A/ JPW/SKS 



Ssstgnment 



In con*idexation oi One Do/fat [$1.00], and othex good and vaJaabie 
coniideiatunn, the xeceipt orf tufuch a hetebt/ acknowledged, i , the undexugned, 

B. Jack Longley, residing at 49 Woodstock Road, Hamden, CT 06517, U.S.A. 



Hexeby *eH, a**ign and txan*iex to The Trustees of Columbia University in 

* XT . v , acoipototfoM o£ the State o& 

the City of New York r 

New York hauoig a ptacz oi buhine** at West 116th Street and Broadway, 

in the County o< New York and State o£ New York, 10027, U.S.A., 

it* *ucce**ox*, a**ign* and le go/ 'iepte tentative.*, the entixe light, title and intexe*t 
($ot alt countxie*, in and to any and all invention* which axe diteloted and claimed, 
and any and all invention* which axe. di*clo*ed but not claimed, in the. application fax 
United State* Patent, which ha* been executed by the undex*igned on February 25, 2000 
and i* entitled 

METHODS FOR INHIBITING CUTANEOUS INFLAMMATION AND HYPERPI GMENTATION 

(U.S. Serial No. 09/474 ,478 , filed December 29, 1999, a continuation-in-part of 
U.S. Serial No. 09/306,143, filed May 6, 1999) 



and in and to *ald application and all diviuonal, continuing, *ub*titute, xenewat, 
xei**ue, and all othex application* &ox U.S. Lettex* Patent ox othex xelated pxopexty 
xight* in any and all ioxeign countxie* which have been ox *hatl be i'ded on any oi 
4 aid invention* di*clo*ed in *aid application; and in and to alt oxiginat and xei**ued 
patent* ox xelated foreign document* which have been ox *haJt be i**ued on *aid 
invention*; 

Authoxize and xeque*t the Commi**ionex oi Patent* o& the United State* to i**ue 
to *aid A**ignee, the coxpoxation above named, it* *ucce**ox*, a**ign* and legal 
\ep\e*entative*, in accoxdance with thi* alignment, any and ait United State* 
Lettex* Patent on *aid invention* ox any oi them di*cto*ed in *aid application; 



Agxee that baid Abbignee may apply iox and receive ioxeign Lettexb Patent ox 
tight* oi any othex kind iox laid inventionb, ox any oi them; and may claim, in 
application* iox baid ioxeign Lettexb Patent ox othex xightb, the pxioxity oi the 
aioxebald United Stat eb patent application andex the pxovibionb oi the Intexnational 
Convention oi 7S 8 3 and latex modification* thexeoi, undex the Patent Coopexation 
Txeaty, andex the Euxopean Patent Convention ox andex any othex available 
intexnational agxeement; and that, when xequebted, without chaxge to, but at the 
expense oi, baid Abbignee, itb buccebboxb, abbignb and legal xepxebentativeb, to caxxy 
out in good iaith the intent and puxpobe oi thib abbignment, the undexbigned ox the 
undexbigned' b executoxb ox adminibtxatoxb will, iox the United Stateb and all ioxeign 
countxieb, execute all divibional, continuing, bubbtitute, xenewal, xeibbue, and ail 
othex patent application ox othex documentb on any and all baid inventions execute 
all xightiuJL oathb, abbignmentb, powexb oi attoxney and othex papexb; communicate to 
bald Abbignee, itb buccebboxb, abbignb and xepxebentativeb, all iactb known and 
documentb available to the undexbigned xelating to baid inventionb and the hibtoxy 
thexeoi; tebtiiy in all legal pxoceedingb; and genexaily do evexything pobbible which 
baid Abbignee, itb buccebboxb, abbignb ox xepxebentativeb bhall conbidex debixable iox 
aiding in becuxing, maintaining and enioxcing pxopex patent pxotection iox baid 
inventionb and iox vebting title to baid inventionb and all applicationb iox patentb ox 
xelated ioxeign xightb and ail patentb on baid inventionb, in baid Abbignee, itb 
buccebboxb, abbignb and legal xepxebentativeb; and 

Cobenant with baid Abbignee, itb buccebboxb, abbignb and legal xepxebentativeb 
that no abbignment, gxant, moxtgage, licenbe ox othex agxeement aiiecting the xightb 
and pxopexty hexein conveyed hab been made to othexb by the undexbigned, and that 
iuil xight to convey the bame ab hexein expxebbed ib pobbebbed by the undexbigned. 



(L.S.J 



B. Jack Longley 



Vote.: ^1^-^ °& 

' I [ L.S.] 

Vote.: 19 



